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On August 3, the Lok Sabha approved The Tribunals Reforms Bill, 2021. 

It formalizes an April 2021 Ordinance which reset intellectual property 

litigation in two important ways. First, it dissolved the Intellectual 

Property Appellate Board. Second, it redirected cancellation actions 

against intellectual property registrations to High Courts. This reset was 

curiously executed. The Ordinance—and now the Bill—make no effort to 

re-organise cases vacated by the Appellate Board. Instead, they simply 

substitute the words ‘Appellate Board’ in the relevant statutes with ‘High 

Court’.

I explain that this is a poor solution for three reasons. First, it erases 

large swathes of statutory law and Supreme Court case law for no 

upside. Second, registrations remain interlinked with cancellations and 

infringement. Simply transferring cancellations to High Courts without a 

statutory separation from infringement achieves little. Instead, this will, 

bizarrely, give cancellation courts a veto over the fate of corresponding 

infringement actions. Finally, this will needlessly entangle litigants in 

cancellation actions with litigants in infringement actions. Confusion is 

inevitable, and an alternative is necessary.

This alternative, I argue, comes from the Designs Act. Envisioned to exist 

outside the Appellate Board entirely, it budgets for both cancellation and 

infringement impeccably. It directs cancellations to a specialised forum. 

It permits infringement litigants to contest cancellation issues. It details 

a comprehensive scheme for transfers to High Courts where appropriate. 

The stylistic fit for other intellectual property cases is perfect.

To develop this alternative, I advance a three-stage framework. Under 

it, (i) the Intellectual Property Office holds sole original jurisdiction 

over cancellations; (ii) designated civil courts entertain infringement 
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actions; and (iii) statutes offer a seamless interface between connected 

cancellation and infringement actions. This framework retains 

specialised forums, streamlines infringement actions, and efficiently 

executes transfers. Above all, it enables cleaner, better adjudication in 

intellectual property cases.

I. IntroductIon

After years of administrative strife, the Ministry of Commerce & Industry disbanded 
India’s intellectual property tribunal, the Intellectual Property Appellate Board, on April 
4, 2021. It did so via the Tribunals Reforms (Rationalization and Conditions of Service) 
Ordinance, 2021 (‘the Ordinance’). The Ordinance terminates the 18-year tenure of the 
Appellate Board. It also rewrites the rules governing intellectual property cases in two 
important ways. 

First, it concentrates jurisdiction over technical subject matter relating to challenges 
to the validity of intellectual property registrations (‘cancellation actions’)1 at the High 
Courts. Second, owing in part to the operation of the Commercial Courts, Commercial 
Division and Commercial Appellate Division of High Courts Act, 2015 (‘Commercial 
Courts Act’),2 the Ordinance places a considerable administrative burden on High Courts 
to correctly allocate cancellation, infringement, and other proceedings.

The mechanism by which the Ordinance effects these changes is peculiar. It inserts 
a series of forum substitutions in the Trade Marks Act, 1999 and Patents Act, 1970. The 
words ‘Appellate Board’ appearing in these two statutes have, in the main, been substituted 
by ‘High Court’.3

However, the Ordinance stops there. It merely redirects the traffic being directed 
towards the Appellate Board back to High Courts. It does not reorganise this traffic, nor 
merge it into the existing jurisdiction and functions of the receiving forums. The receiving 
forums have been left to figure out this task on their own.

At the time of writing, this furrow of Indian law is in flux. On July 23, 2021, a Parliament 
Standing Committee on Commerce published a review of the Indian intellectual property 
regime that was nine months in the making. Despite the Ordinance being passed while the 
work of the Committee was ongoing, the Committee recommended, in as many words, 
that the Ordinance ‘should be reconsidered’ and that the Appellate Board ‘should be re-

1 Post-registration challenges to the validity of intellectual property rights go by varying 
nomenclature under Indian intellectual property statutes: ‘rectification’ under trade mark law, 
‘revocation’ under patent law, and ‘cancellation’ under designs law. These are all referred to 
under the general term ‘cancellation’ hereinafter. 

2 See, in particular, Commercial Courts Act, s 7, taken up at §4.2 below. 
3 See, for instance, Sections 6(f), (k), and (m) of the Ordinance in relation to the Patents Act, and 

Sections 8(e), (g), (k), (m), (n), (p)(i), (r), and (t) of the Ordinance in relation to the Trade Marks 
Act.
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established’.4 Five days later, resetting the conversation back the other way, the Finance 
Minister introduced The Tribunals Reforms Bill, 2021 in the Lok Sabha. The Bill was 
passed by the Lok Sabha on August 3, 2021. If enacted in its present form, the Bill will set 
the Ordinance in stone, over the objections of the Standing Committee.5 

As it stands, therefore, the Ordinance starts as the central government means to go 
on. Naturally, the act of pulling the rug out from under the feet of the Appellate Board in 
such an abrupt manner prompts fears of consequences elsewhere in the Indian intellectual 
property system. 

A good illustration of this is provided by Section 124 of the Trade Marks Act. Under 
it and its predecessor provision,6 statutory accommodation has been made for an elaborate 
mechanism for suspending infringement proceedings before a civil court and transferring 
the cancellation question to the Appellate Board. A settled workflow for proceedings before 
and after activating Section 124 was confirmed by the Supreme Court in November 2017.7

Over on the patents side, meanwhile, there is no such statutory accommodation. In 
order to overcome this, the Supreme Court, in June 2014, instituted a protocol for forum 
election in cancellation actions. In effect, it set out the rule that where a cancellation 
action was pending before both the Appellate Board and an infringement court, the action 
instituted earlier in time would survive.8

By opting simply to replace ‘Appellate Board’ with ‘High Court’, the Ordinance 
threatens to void the spirit and thinking behind large portions of this forum selection 
law. Giving it full effect would, for instance, riddle provisions such as Section 124 with 
difficulties.9 It would also render Supreme Court interventions on this issue essentially 

4 Parliamentary Standing Committee on Commerce, One Hundred and Sixty First Report: Review 
of the Intellectual Property Rights Regime in India (23 July 2021) 34-35 <https://rajyasabha.nic.
in/rsnew/Committee_site/Committee_File/ReportFile/13/141/161_2021_7_15.pdf> accessed 7 
August 2021.

5 The Tribunals Reforms Bill, 2021 <https://prsindia.org/files/bill_track/2021-08-02/The%20
Tribunals%20Reforms%20Bill%202021.pdf> accessed 7 August 2021. Sections 13 and 21 of 
this Bill effect the exactly the same ‘High Court’ for ‘Appellate Board’ substitutions as Sections 
6 and 8 of the Ordinance. Since the Bill is still in process at the time this goes to publication, all 
references hereinafter are to the Ordinance. These may be read as references to the Bill, since the 
relevant provisions are in pari materiae.

6 Trade and Merchandise Marks Act 1958, s 111.
7 Patel Field Marshal Agencies v PM Diesels 2018 (73) PTC 15 (SC) (‘Patel Field Marshal’).
8 Wobben v Mehra 2014 (59) PTC 1 (SC) (‘Wobben’). 
9 Section 124(1)(b)(ii) of the Trade Marks Act, for instance, allows that if the infringement 

court is satisfied that the plea regarding cancellation of the trade mark registration raised in the 
infringement proceedings is prima facie tenable, it may adjourn the case for three months “in 
order to enable the party concerned to apply to the Appellate Board for [cancellation].” In the 
circumstance that the infringement court is the High Court, then replacing ‘Appellate Board’ 
with ‘High Court’ in Section 124 [as Section 8(r) of the Ordinance mandates] implies that the 
High Court would adjourn the infringement case to enable the parties to approach the High Court 
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meaningless.10

Fortunately, Indian intellectual property law need not look far to find a template for 
what a strong post-Appellate Board transition might look like.

The Designs Act of 2000 (‘Designs Act’) and case law accumulated under it offers 
a tried and tested path forward for managing this transition. Erstwhile Appellate Board 
cases involving trade mark and patent disputes will require clarity regarding the role of 
High Courts in technical proceedings (for cancellation of registrations), civil-commercial 
proceedings (for infringement of registered rights), and transferring proceedings (for 
managing the transition between the two categories above). The Designs Act, without the 
complication of the Appellate Board, already addresses all three.

In this essay, I chart out the path by which the Designs Act deals with these categories 
of actions. In particular, I examine two important sites of judicial intervention under the 
Designs Act with post-Appellate Board crossover potential: the separation of cancellation 
and infringement proceedings, and the power to transfer cases to High Courts. I discuss 
a December 2020 Supreme Court ruling, the most recent one on the subject, which 
demonstrates that the operating principles adopted by Indian designs courts can easily 
be transposed to other categories of intellectual property. Drawing on these learnings, I 
suggest a three stage framework that can be adopted to ensure that Appellate Board cases 
are dealt with clearly, reliably and efficiently in the future.

II. cancellatIon, InfrIngement & the desIgns act

A key purpose of securing any intellectual property registration is to earn the right to 
sue for infringement of that intellectual property. In India, the statutory counter-weight 
fashioned against this right to sue is that the underlying intellectual property registration 
remains susceptible to cancellation for the duration of its existence.11

For all the judicial criticism12 and teething problems13 it has endured, the Designs Act 

in cancellation proceedings. This is unclear if not absurd.
10 The Ordinance’s shallow substitutions would, of course, most directly compromise the Supreme 

Court rulings in Patel Field Marshal (n 7) and Wobben (n 8). However, the question of how 
best to integrate the expertise of specialist intellectual property forums into cancellation and 
infringement adjudication is one that has been prominent at least as far back as the February 
2010 ruling of the Delhi High Court in UCB Farchim v Cipla 2010 (42) PTC 425 (Del). All of 
this case law is now confronted with instant redundancy.

11 See, for instance, Copyright Act, s 50; Trade Marks Act, ss 47 and 57; and Patents Act.
12 See, for instance, Jayasingh v MIDHANI, Civil Suit No. 562/2007 (Madras High Court, 23 

January 2014), [227], [249]. The ruling referred to the Designs Act as ‘very hollow’, stated that 
the remedies afforded under it ‘are all indicated in a confusing manner’, that the ground covered 
by Section 22, the infringement provision, ‘is much less than the area of confusion [it creates]’, 
and that, on the comparative, ‘the strict rigours contained in the Patents Act…are not to be found 
in the Designs Act, 2000.’

13 Faber-Castell v Pikpen 2003 (27) PTC 538 (Bom) [9]. Here, the Bombay High Court was forced 
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stacks these two duelling remedies into three clear stages across two Sections.

2.1 Sections 19 and 22 of the Designs Act

Section 19 of the Designs Act addresses cancellation. 

It runs as follows:

Section 19: Cancellation of registration.—

(1) Any person interested may present a petition for the cancellation of 
the registration of a design at any time after the registration of the design, 
to the Controller on any of the following grounds, namely:—

(a) that the design has been previously registered in India; or

(b) that it has been published in India or in any other country prior to the 
date of registration; or

(c) that the design is not a new or original design; or

(d) that the design is not registrable under this Act; or

(e) that it is not a design as defined under clause (d) of Section 2.

(2) An appeal shall lie from any order of the Controller under this section 
to the High Court, and the Controller may at any time refer any such 
petition to the High Court, and the High Court shall decide any petition 
so referred.

Under Section 19(1), a cancellation petition against a design registration may be brought 
to the Controller of Patents & Designs (the Controller) on any one of the five substantive 
grounds.14 Section 19(2) nominates the High Court as the first appellate authority against 
any order passed by the Controller under sub-section (1).

Section 22 of the Designs Act addresses infringement. 

The proviso to Section 22(2)(b), consistent with other Indian intellectual property 

to rule on the thorny issue of whether a design published outside India (a ground for cancellation 
under the Designs Act) should be read against a January 1998 design registration, which was 
otherwise clear of conflicting designs published within India (the corresponding ground for 
cancellation under the Patents and Designs Act, 1911, the predecessor legislation to the 2000 
Act). Digging into the Notes on Clauses accompanying the 2000 Act, the Court read the intention 
of Parliament to be to ‘specifically consider the question of prior publication on [a] global basis’, 
and applied the revised provision to the facts before it.

14 ibid [16]. The guiding principle behind the incorporation of these grounds in the Designs Act is 
to enable cancellation actions before the Controller to be carried out in a ‘better, comprehensive 
manner’. The substantive grounds are to be read expansively, and there is no time limit on 
bringing cancellations. 

A Case for Tethering Intellectual Property Appellate Board Cases to A Designs Act-Style Framework
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statutes,15 specifies a District Court as the lowest court that may serve as a court of first 
instance for a design infringement claim. Adjusted for the requirements of the Commercial 
Courts Act,16 this implies that an infringement claim will ordinarily be brought either before 
the Commercial Division of a District Court or the Commercial Division of a High Court.

Sub-sections (3) and (4) of Section 22 manage the overlap between cancellation and 
infringement.

These run as follows:

Section 22: Piracy of registered design.—

…

(3) In any suit or any other proceeding for relief under sub-section (2), 

every ground on which the registration of a design may be cancelled 

under section 19 shall be available as a ground of defence.

(4) Notwithstanding anything contained in the second proviso to sub-

section (2), where any ground on which the registration of a design may 

be cancelled under section 19 has been availed of as a ground of defence 

and sub-section (3) in any suit or other proceeding for relief under sub-

section (2), the suit or such other proceeding shall be transferred by the 

court, in which the suit or such other proceeding is pending, to the High 

Court for decision.

Evidently, Section 22(3) provides that the Defendant in an infringement action or other 
proceeding may, as part of its defence, invoke any of the five substantive grounds for 
cancellation set out in Section 19(1). While there was some early confusion on this, it has 
since been confirmed that this framing is ‘undoubtedly a correct reading of the statutory 
provisions’.17

The scheme is rounded out by Section 22(4). It states that, where any of the Section 
19(1) grounds for cancellation are invoked by the Defendant as a defence in any suit or 
other proceeding for relief, then the court of first instance shall transfer the suit or other 
proceeding to the High Court. 

2.2 Implications of the Designs Act Scheme

A few observations may be made at this stage.

The first is that the substantive grounds of challenge to a registration under Section 
19(1) serve a dual purpose. These grounds are the foundation of a cancellation action, and 

15 Copyright Act, s 62(1);Trade Marks Act, s 134(1); and Patents Act, s 104.
16 Commercial Courts Act, ss 3, 4, 6 and 7.
17 Selvel Industries v Om Plast 2016 (67) PTC 286 (Bom).
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are also available as defences to infringement. This dual purpose is a feature exhibited in 
the Patents Act as well,18 but is not found in other Indian intellectual property statutes.19

Interestingly, there was no equivalent to Section 22(3) in the Patents and Designs Act 
of 1911 (the 1911 Act), which was the legislation preceding the Designs Act. As a result, 
infringement courts did not entertain Section 19 defences without putting Defendants 
through the tedious formality of moving separate cancellation actions against Claimants’ 
design registrations.20 The Designs Act now corrects this inefficiency. It enables substantive 
grounds to challenge registrations to be raised as grounds of defence to infringement. This 
permits Defendants to more fully contest claims/reliefs raised by Claimants in design 
infringement suits.21

Another point worth noticing is that the statutory framework of Sections 19 and 22 insists 
on a clean separation regarding the role of the High Court. In relation to pure cancellation 
actions under Section 19, the High Court is solely an appellate authority. In relation to 
infringement, depending on the court of first instance before which the infringement 
claim is logged, the High Court may either be an appellate authority (against orders by the 
District Court) or the court of first instance itself (where the High Court has original civil-
commercial jurisdiction). In relation to infringement suits or other proceedings in which 
Section 19 is invoked as a defence, the High Court is the receiving court for such suits or 
other proceedings. From this point forward, it may deal with these proceedings as if it were 
a court of first instance.

Further, the phrases ‘in any suit or other proceeding for relief’ and ‘said suit or other 
proceeding shall be transferred’ appearing in Section 22(4) are of interest. Read with 
Section 19(2), they make clear that Section 22(4) does not apply to cancellation actions 
already pending before the Controller.22 This is evidently because, under Section 19(2), 

18 Indeed, it has been correctly argued that Sections 19 and 22(3) of the Designs Act are, for 
this purpose, in pari materiae with Sections 64 and 107 of the Patents Act. See Rotela Auto v 
Singh 2002 (24) PTC 449 (Del) [13] (‘Rotela Auto’). See also Escorts Construction v Gautam 
Engineering 2009 (40) PTC 249 (J&K) [14], [16]-[17], relying on Low Heat Driers v George 
2001 PTC (21) 775 (Ker).

19 See Sections 25(1), 25(2) and 64 of the Patents Act. See also Preethi Kitchen Appliances v 
Baghyaa Home Appliances 2018 (73) PTC 468 (Mad) [5(ix)].

 One of the reasons theorized for the inclusion of Section 22(3) under the 2000 Act in the style 
of the equivalent provision under the Patents Act is that neither Act acknowledges a registration 
as prima facie proof of validity of the right. By contrast, Section 31 of the Trade Marks Act 
does recognise registration as prima facie proof of validity. A similarly styled (though less 
consequential) provision also appears in the Copyright Act, under Section 48.

 Since registration is less sacrosanct under the Designs Act and the Patents Act, the theory is that 
it is more acceptable for registrations to be left susceptible to cancellation actions. See Lupin v 
Johnson & Johnson 2015 (61) PTC 1 (Bom)(FB) [38].

20 Rotela Auto (n 18) [13], interpreting Metro Plastic Industries v GalaxyFootwear 2000 (20) PTC 
1 (Del)(FB).

21 Crocs v Liberty Shoes 2018 (73) PTC 425 (Del) [22].
22 ‘If the Legislature wanted that [cancellation proceedings] pending before the Controller were 

A Case for Tethering Intellectual Property Appellate Board Cases to A Designs Act-Style Framework
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High Courts sit in appeal of the Controller’s jurisdiction over cancellation proceedings. It 
would make little sense, therefore, to authorize the deployment of Section 22(4) to detonate 
a statutory appeal provided elsewhere in the Designs Act. 

It seems obvious now, but this point proved troublesome to Indian designs law for a 
long time. The confusion owed itself to the difference between the Designs Act and the 
1911 Act it replaced. Under Section 51A of the 1911 Act, a cancellation could be initiated 
by a Petitioner either before the Controller or a High Court, even as the High Court retained 

appellate jurisdiction over cancellations initiated before the Controller.23

As such, the question of whether ‘other proceeding’ in Section 22(4) could be read 
to hotshot cancellation proceedings pending before the Controller straight to the High 
Court remained one on which two reasonable views were possible. It took until January 
2010 for the Supreme Court in Godrej Sara Lee v Reckitt Benckiser24 to rule on the issue 
conclusively. Godrej Sara Lee confirmed that original jurisdiction over pure cancellation 
actions lies exclusively with the Controller. The law has been further settled by recognising 
that, if a Defendant invokes Section 22(3) while a cancellation action under Section 19 is 
already pending with the Controller, the High Court receiving the transfer under Section 
22(4) should rule on the Section 19 grounds.25

Aside from the necessary bar on cancellation proceedings, however, the words ‘other 
proceeding’ in Section 22(4) are to be read inclusively. Indian courts have affirmed that 
the conditions to trigger a Section 22(4) transfer should cover a wide range of claims, 
both under statute and at common law.26 Design infringement suits claiming relief such as 

also to be transferred to the High Court… nothing prevented Legislature from making such a 
provision,’ said the Delhi High Court in Reckitt Benckiser v RB Impex 2008 (37) PTC 262 (Del) 
[7].

23 Patents and Designs Act of 1911, ss 51A(1)(a), 51A(1)(b) and 51A(2). A similarly anachronistic 
set of provisions persists under Sections 47(1) and 57(1) of the Trade Marks Act as well. Taken 
together, these provisions permit trade mark cancellation actions to be filed either before the 
Registrar of Trade Marks or before the Intellectual Property Appellate Board (to be replaced by 
the High Court, per the Ordinance). Despite this option of forums, the Appellate Board/High 
Court retains first appeal jurisdiction over any orders passed by the Registrar in cancellation 
proceedings.

24 Godrej Sara Lee v Reckitt Benckiser 2010 (42) PTC 417 (SC) [21]-[23](‘Godrej Sara Lee’). 
Godrej Sara Lee was also instrumental in resolving another topical controversy. It ruled that an 
appeal against the Controller’s ruling on a cancellation action would be taken up by the High 
Court within whose territorial jurisdiction the cause of action for the cancellation had arisen. 
This had the helpful effect of setting aside a trend of misdirected reliance on Gupta v Jain & 
Co AIR 1978 Del 146 (FB), which had endorsed bringing cancellation appeals to different High 
Courts based on the effects of the registration. 

25 Sections 19(2) and 22(5) recognise the primacy of the High Court while ruling on cancellation 
grounds. See, however, Novartis v Cipla 2015 (64) PTC 488 (Del) [9].

26 Astral Polytechnik v Ashirvad Pipes 2009 (3) KarLJ 623 [13]. See also Metco Polymers v Madhu 
Inflatables (2005) 4 MLJ 294 (DB) [14], extending the meaning of ‘other proceeding’ under 
Section 22(3) to interlocutory proceedings.
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rendition of accounts or delivery-up of infringing material, for instance, would be amenable 
to transfer under Section 22(4). Similarly, composite claims for design infringement and 
passing off would also be transferred as a whole, once Section 22(4) is triggered.27

III. transfer of ProceedIngs

However, by far the most curious technical feature of the statutory scheme under the 
Designs Act is the transfer provision under Section 22(4).The conditions for its applicability 
are fairly straightforward.

After an infringement suit or other proceeding is initiated before a court of first 
instance, the Defendant is given an opportunity to canvas its defence. In doing so, the 
Defendant may rely on Section 22(3) to raise substantive grounds for cancellation under 
Section 19(1) as part of its defence. Once it does so, a transfer of the proceeding to the 
High Court must occur. A request for such a transfer will typically take the shape of an 
interlocutory application.28

However, the approach of Indian High Courts receiving Section 22(4) transfers has not 
been unanimous. The Kerala High Court has, notably, insisted that a court of first instance 
must arrive at a prima facie satisfaction that the grounds of defence under Section 22(3) 
have been substantiated (rather than merely invoked) by the Defendant in order to trigger 
a transfer under Section 22(4).29 The idea that there is little scope for exercising judicial 
discretion with Section 22(4) transfers has been irksome.30

On the other hand, the dominant view, endorsed by High Courts at Delhi,31 Gujarat,32 
Karnataka,33 Allahabad,34 and Rajasthan,35 has been that the transfer to the High Court 
under Section 22(4) is automatic.

However, even under the latter view, a few wrinkles are apparent. 

27 Sanghi v Knitpro International 2019 (79) PTC 209 (Del) [10]. See also Esdee Industries v Esbee 
Electrotech WP No 1217/2020 (Bombay High Court, 14 December 2020) [6].

28 Daniel v Safiullah 2004 (29) PTC 62 (Mad) [1], which likened it to the transfer of a civil suit 
under Section 24(5) of the Code of Civil Procedure, 1908. 

29 Kadambukattil Exports v Nilkamal 2013 (2) KLJ 598 [17] (‘Kadambukattil Exports’), disagreeing 
with Astral Polytechnik (n 26).

30 Premier Elmech Systems v Guard Industries 2013 (4) KLJ 448.
31 Jain v Ayurveda Herbal 2015 (63) PTC 121 (Del); Kent RO Systems v Kishnani CS(COMM) 

84/2019 (Delhi High Court, 09 March 2021).
32 Mehta v Officine Lovato 2002 (25) PTC 161 (Guj), confirmed in Mehta v Officine Lovato 2002 

(25) PTC 398 (Guj)(DB) and Shah v State of Gujarat (2009) 3 GLR 2688.
33 Metal Impacts v Impact Metals ILR 2014 Kar 6639, and Astral Polytechnik (n 26) [15]-[16].
34 Gupta & Co v Action Construction Equipments 2016 (6) ADJ 102 [26], [29]. 
35 Tirupati Sprinklers v Flexituff International 2017 (69) PTC 414 (Raj) [10]-[12], pointedly stating 

that ‘the view expressed by the Kerala High Court [in Kadambukattil Exports (n 29)] cannot be 
accepted as correct.’

A Case for Tethering Intellectual Property Appellate Board Cases to A Designs Act-Style Framework
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First, the court of first instance is at liberty to satisfy itself whether a case for design 
infringement is made out at all. If there is not, the receiving court is under no compulsion 
to admit the suit, wait for the Defendant to mechanically take up Section 22(3) defence(s), 
and then transfer a suit that fails to make out a case in the first place.36

Second, the court of first instance may proceed with the suit as usual, prior to the 
Defendant raising defences under Section 22(3). The court of first instance can, therefore, 
issue or vacate ex parte interim injunction orders prior to a Section 22(4) transfer.37 
However, once the Defendant has activated Section 22(3), the court of first instance cannot 
act on any interim injunction motions.38 The state of the proceeding before the High Court 
is less certain. Even so, should the case arrive before the High Court with a pre-transfer 
interim injunction already in operation, the High Court may extend it while authorizing the 
transfer.39

Finally, a Section 22(4) transfer requires the Defendant to make a clear written pleading 
invoking at least one ground under Section 19(1). A mere pleading is not good enough; it 
must be a ‘specific pleading…that the registration granted [to] the Plaintiff is liable to be 
cancelled under Section 19’.40 If the pleading is clear and specific, the transfer must follow 
as a matter of course. There is also consensus on the proposition that the infringement court 
cannot assess the merits of the defence before ruling on a transfer motion under Section 
22(4).41

3.1 ‘Registrant on Registrant’ Infringement Claims

One of the principal reasons offered in support for the automatic operation of Section 
22(4) transfers emerges from an unlikely source. This source is a narrow category of cases 
where a design registrant files an infringement claim against a subsequent registrant.42 (To 

36 Kalra v Safeops Surgical Care 2018 (75) PTC 294 (Del) [8], which entered this observation in 
the context of the admission of an infringement suit.

37 Bhiwadi Polymers v Gupta 2019 (77) PTC 290 (Del) [8].
38 Wim Plast v Symphony 2016 (67) PTC 244 (Guj) [11].
 A Defendant may, of course, move a motion at the High Court immediately after a Section 

22(4) transfer to vacate or modify any interim injunction order(s) in operation at the time of the 
transfer. See, for instance, Videocon Industries v Whirlpool MIPR 2016 (1) 99 (DB), [13]. 

39 Troikaa Pharmaceuticals v Pro Laboratories MIPR 2009 (1) 168.
40 Vidyaa Ayurveda v Vaishali Industries OP (C) No 2295/2014 (O) (Kerala High Court, 10 

February 2017) [9].
 However, the ‘pleading’ itself need not be the formal written statement; it may be any pleading 

which invokes the grounds of challenge, such as a reply to an interlocutory application. See 
Action Construction (n 34) [25].

41 Premier Elmech (n 30) and Action Construction (n 34). Equally, it is clear that a Section 22(4) 
transfer can only be actioned through an interlocutory motion in the infringement proceedings 
before the court of first instance. It is not open to the parties to use the Writ jurisdiction of the 
High Court as a shortcut to achieve the transfer. See Deepthi Trading v Cookwell Domestic 
Appliances 2002 (2) KLJ 46 [4].

42 Hindustan Unilever v Eureka Forbes CS(COMM) 236/2018 (Delhi High Court, 19 February 
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be sure, this is a factual whose very maintainability has been tussled over in numerous 
High Court judgments.43)

In this scenario, if the Defendant invokes defences under Section 22(3), then an 
infringement court ruling in either direction would effectively be an adjudication on the 
validity of a design registration, and would bind the Controller.44 It would, naturally, make 
sense for this court binding the Controller to be the High Court. This is because there is 
warrant for the High Court to sit in appeal of the Controller on cancellation actions, as well 
as direct the Controller to cancel registrations based on infringement decrees.45 Conversely, 
the Act does not endorse any such hierarchy between the Controller and a court of first 
instance not being a High Court. 

Taken in this sense, once the Defendant raises defences under Section 22(3), a transfer 
under Section 22(4) cannot but be automatic.

3.2 Automatic Deprivation of Jurisdiction

In broad terms, therefore, the divergence of judicial opinion on Section 22(4) mirrors 
a theoretical divide.

The Kerala High Court’s view is founded on the logic that, despite the effect of Section 
22(4), an ouster of jurisdiction of the court of first instance cannot be inferred.46 The 
opposing argument, however, more reasonably gives Section 22(4) its natural effect. Under 
this view, the act of the Defendant raising a substantive ground of challenge under Section 

2019) [18]-[21], which carries a brief contextual parallel to Section 22(4) in addressing the 
equivalent question under the Patents Act. 

43 A pair of three-judge benches of the Delhi High Court in May 2013 took opposing views on 
this question. Micolube India v Kumar 2013 (55) PTC 1 (Del)(FB); Mohan Lal v Sona Paint 
& Hardwares 2013 (55) PTC 61 (Del)(FB) (‘Mohan Lal’). Mohan Lal rules in favour of the 
maintainability of an infringement action against a subsequent design registrant, taking apart 
Tobu Enterprises v Joginder Metal Works AIR 1985 Del 244, which had ruled against the right 
to bring infringement against a registered proprietor.

 The controversy was eventually resolved in favour of the Mohan Lal view by five judges of the 
Delhi High Court in Carlsberg Breweries v Som Distilleries & Breweries 2019 (77) PTC 1 (Del)
(FB) in December 2018. 

 See also Kent R-O Systems v Agarwal 2014 (59) PTC 449 (Cal)(DB) [8]-[9], concluding that if 
we take Sections 19 and 22 together, it would be difficult for us to ‘support the majority view [in 
Micolube], rather the minority view was more appealing’; and Whirlpool v Videocon Industries 
2014 (60) PTC 155 (Bom) [20]-[21], which had supported the same position well before it was 
settled by Carlsberg.

 Though the Micolube view on this point has been largely discarded, its characterization that a 
High Court following a Section 22(4) transfer, functioning as an infringement court, ‘would have 
the trappings of a cancellation court in the limited sense of entertaining grounds of challenge 
to validity when they are raised as part of the defence’, remains an attractive formulation. See 
Micolube [16]-[17].

44 Mohan Lal, ibid [26.1], [27].
45 Designs Act, ss 19(2) and 22(5).
46 Kadambukattil Exports (n 29) [14]-[15].
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22(3) functions as an automatic deprivation of jurisdiction for the court of first instance.47

IV. the suPreme court rulIng In SD Containers

Several salient elements of the cancellation and infringement scheme under the Designs 
Act were illustrated by the December 2020 Supreme Court decision in SD Containers v 

Mold Tek Packaging.48

4.1 Background

The litigants before the Supreme Court arrived behind a September 2020 decision by 
the Madhya Pradesh High Court.49 In it, the High Court had refused to endorse a March 
2020 order by the District Court at Indore (in Madhya Pradesh) which had affected a 
Section 22(4) transfer of a design infringement claim to the High Court.

The Indore Court received the Respondents’ design infringement claim as the court of 
first instance. As part of their defence, the Appellants invoked Section 22(3). This meant 
that, under the dominant rendition of Section 22(4), the case would, per force, have to be 
transferred to the Madhya Pradesh High Court.

4.2 Commercial Court Complications

The above interpretation presented a challenge specific to the designation of courts 
under the Commercial Courts Act. 

Ordinarily, the language of Section 22(4) would have seen the infringement claim 
transferred to the High Court. Pressing into service the second proviso to Section 7 of 
the Commercial Courts Act,50 however, returns a different outcome. Under it, all claims 

47 One of the more emphatic statements on the subject is found in Action Construction (n 34) [23], 
which concludes that, once a Section 19 defence is taken by the Defendant in reply, ‘the court 
shall have no jurisdiction to proceed further and shall have no option but to transfer the case to 
the High Court.’ See also Astral Polytechnik (n 26) [15]-[16] and Escorts Construction (n 18) 
[14]-[17], the latter relying on Lambda Eastern Telecommunication v Acme Tele Power AIR 
2008 UK 38.

 See, however, Esdee Industries (n 27) [5], which upholds the interpretation of Section 22(4) but 
states that it ‘does not imply that, immediately upon a ground…being availed of as a ground of 
defence, the court hearing the infringement suit ceases to have jurisdiction in the suit.’

48 2021 (85) PTC 1 (SC). Portions of the discussion in this section and in §5 below are adapted 
from my December 2020 review of the SD Containers Supreme Court ruling, available 
at Eashan Ghosh, ‘“Independent, Different and Distinct”: The Supreme Court Segregates 
Design Cancellation Actions in SD Containers v. Mold Tek’ (Medium, 5 December 2020) 
<https://medium.com/@EashanGhosh/independent-different-and-distinct-the-supreme-court-
segregates-design-cancellations-actions-bbc8d8dd6425> accessed 29 June 2021.

49 Mold Tek Packaging v SD Containers 2020 (4) MPLJ 353.
50 In full, this provision reads:
 Section 7: Jurisdiction of Commercial Divisions of High Courts.—
 All suits and applications relating to commercial disputes of a Specified Value filed in a 

High Court having ordinary original civil jurisdiction shall be heard and disposed of by the 
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transferred to the High Court under Section 22(4) ‘shall be heard and disposed of by 

the Commercial Division of the High Court in all the areas over which the High Court 

exercises ordinary original civil jurisdiction’.

This complicated the Section 22(4) transfer since the Madhya Pradesh does not have 
ordinary original civil jurisdiction. Therefore, though the transfer itself was warranted, it 
raised the question of how the High Court should accommodate such cases.

The gap in jurisdiction had prompted the Madhya Pradesh High Court down an unusual 
path. Upon receiving the Section 22(4) request, it directed that the District Court itself, as 
a designated Commercial Court, was competent to adjudicate on the grounds raised by the 
Defendant under Section 22(3).51

Thus, the High Court, tasked with interpreting ‘High Court’ under the Designs Act, 

effectively chose the designation of a District Court as a ‘Commercial Court’ to be a closer 

approximation of ‘Commercial Division of the High Court’ over a High Court without a 

Commercial Division.

4.3 Supreme Court Findings

In its first Section 22 ruling since Godrej Sara Lee eleven years previously, the Supreme 
Court overturned the High Court decision.

The Supreme Court began by restoring the expression ‘High Court’ under Section 
22(4) to its natural meaning.52 It noted that, while the Commercial Courts Act may have 
a role in allocating claims transferred to the High Court under Section 22(4), it ‘does not 

actually prohibit or permit such transfers themselves’. That power, under Section 22(4), 
lies solely with the court of first instance.53 Once the cancellation grounds are invoked 
under Section 22(3), the transfer to the High Court ought to be exclusive and immediate.54

Commercial Division of that High Court: 
 Provided that all suits and applications relating to commercial disputes, stipulated by an Act to 

lie in a court not inferior to a District Court, and filed on the original side of the High Court, 
shall be heard and disposed of by the Commercial Division of the High Court: 

 Provided further that all suits and applications transferred to the High Court by virtue of sub-
section (4) of Section 22 of the Designs Act, 2000 or Section 104 of the Patents Act, 1970 shall be 
heard and disposed of by the Commercial Division of the High Court in all the areas over which 
the High Court exercises ordinary original civil jurisdiction.

51 This was supported by Section 21 of the Commercial Courts Act, a clean-up provision which 
gives the Commercial Courts Act overriding effect. See Mold Tek (n 49) [16].

52 The Supreme Court took up the example of a transfer between an ordinary bench and a 
Commercial Division bench at the High Court itself, which was a most intuitive one on these 
facts. See SD Containers (n 48) [10].

53 This much is confirmed by the occurrence of the words ‘shall be transferred by the court in which 
the suit or such other proceeding is pending’ in Section 22(4).

54 The Supreme Court further discarded the High Court’s reliance on Section 21, the overriding 
provision under the Commercial Courts Act, by simply stating that it ‘cannot be said to be 
inconsistent with the provisions of the Designs Act.’ See SD Containers (n 48) [11].
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On the substance of the power of transfer, the Supreme Court framed Section 22(4) as 
granting the Defendant in an infringement suit a right to seek cancellation of the design, 
which necessarily mandates the transfer. The transfer itself, said the Supreme Court, is a 
mere ‘ministerial act, if there is a prayer for cancellation of the registration’.55

It also affirmed a sharp distinction between the two iterations of cancellation actions 
under the Designs Act: pure design cancellation actions under Section 19 (in which Section 
22(4) transfers have no role) and cancellation grounds raised during infringement or other 

actions under Section 22(3) (in which Section 22(4) transfers are automatic, with no room 
for discretion by the transferring court).56

Lastly, the automatic operation of the transfer presented the question of how the 
High Court receiving the infringement suit under Section 22(4) should accommodate the 
transfer. To this, the Supreme Court opted simply to tether the transfer order to the High 

Court in whose jurisdiction the cause of action for the infringement has arisen.57 This 
routed the case before it to the Madhya Pradesh High Court (since the cause of action was 
at Indore) rather than the Kolkata High Court (the design registration at issue was logged 
in Kolkata).58

With this, the Supreme Court plugged the last remaining gap in the role of the High 
Court in cancellation and infringement schema under the Designs Act. Where a High Court 
does have original civil jurisdiction, the Commercial Courts Act itself makes clear that the 
court receiving the Section 22(4) transfer would be the Commercial Division of that very 
High Court.59 Where a High Court does not have original civil jurisdiction, SD Containers 

now makes clear that the court receiving the Section 22(4) transfer would be the High 
Court regardless, so long as it corresponds to the jurisdiction in which the cause of action 
has arisen.

V. lessons from the desIgns act exPerIence

The urgency for formulating with a workable post-Appellate Board transition is supplied 
by the fact that the Ordinance has, at a stroke, marooned thousands of pending cases.60 The 
future of each case which the erstwhile Appellate Board would have otherwise received 

55 This proclamation effectively discards the Kerala High Court cases on the point. See SD 
Containers (n 48) [11] and Kadambukattil Exports (n 29).

56 See SD Containers (n 48) [14].
57 ibid [19]-[20].
58 ibid [20].
59 Commercial Courts Act, s 7. This point had been set out soon after the Commercial Courts Act 

came into force in Novartis (n 25) [21]-[22].
60 An April 2020 estimate placed the number of pending Appellate Board cases across its trade 

mark and patent divisions at 3,249 cases. See Prashant Reddy, ‘The Case for Shutting Down the 
Intellectual Property Appellate Board’ (Spicy IP, 15 April 2020) <https://spicyip.com/2020/04/
the-case-for-shutting-down-the-intellectual-property-appellate-board-ipab.html> accessed 29 
June 2021.
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also hangs in the balance. As the forum of choice for both sets of cases going forward, High 
Courts must make quick and decisive adjustments to respond to this challenge.

The discussion at §2 and §3 above makes clear that there are two fields of operation 
where lessons from the Designs Act experience can be readily integrated. These relate to 
the separation of cancellation and infringement and the transfer of proceedings.

I take these up for discussion now.

5.1 Separation of Cancellation & Infringement

The first area of concern among discarded Appellate Board cases is that neither trade 
mark law nor patent law in India make a clean statutory separation between jurisdiction 
over cancellation actions. 

As a result, following the Ordinance, both the Registrar of Trade Marks and High Court 
under the Trade Marks Act will retain parallel jurisdiction over cancellation actions.61 Under 
the Patents Act, on the other hand, the Ordinance will see the relevant High Court claim 
sole jurisdiction over cancellation actions.62 However, infringement proceedings relying 
on the underlying patent rights could either be launched at the Commercial Division of a 
District Court or the Commercial Division of a High Court. Both these courts could be in 
different jurisdictions from the High Court receiving the cancellation action.

As highlighted at §1 above, the Supreme Court had, in the Appellate Board era, issued 
a series of adjustments to resolve the overlap between cancellation and infringement 
jurisdiction.63

In sum, these adjustments set out a rule of priority, biased towards the Appellate Board 
since it was the specialist forum. They gave forum priority to pending cancellation claims 
instituted prior in time and diverted all new cancellation actions directly to the Appellate 
Board. The basis for this priority, ostensibly, was that parallel cancellation actions at 
different forums would threaten rulings in opposing directions. However, the motivation for 
it, evidently, was to prioritize the correct forum being granted charge in the first instance 
of each type of proceeding.

The statutory shakeup affected by the Ordinance now makes these adjustments 
essentially worthless. The Designs Act, though, has modified its jurisdiction provision over 
cancellations, so that cancellations lie exclusively with the Controller of Designs under 
Section 19, and depart from the erstwhile position allowing parallel jurisdiction to both the 
Controller and the High Court.64

61 Sections 8(e) and (g) of the Ordinance read with Sections 47(1) and 57(1) of the Trade Marks 
Act.

62 Sections 6(e), (f), (k) and (m) of the Ordinance.
63 Patel Field Marshal (n 7) and Wobben (n 8).
64 Section 51A of the 1911 Act (n 21). Interestingly, even the branch of Indian case law that disagrees 
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In this sense, the Designs Act effectively pre-empted the corrections issued by the 
Supreme Court on this subject under trade mark and patent law.

5.2 Problems with the Post-Ordinance Status Quo 

The search should, therefore, be for a reasonable way to create a separation in 
cancellation and infringement jurisdiction, while staying onside with the Ordinance. 
Unfortunately, this is easier said than done.

The solution most readily presented by the integration of the Ordinance into existing 
intellectual property statutes would be thus: identify the High Court located in the territorial 
jurisdiction of the Registrar/Controller issuing the intellectual property registration, and 
designate that High Court to receive all original cancellation actions. Presumably, an 
appeal against that Court would then lie to an appellate bench of the same High Court.

However, this creates at least four apparent difficulties. 

First, if an infringement proceeding on the same underlying registration is instituted 
in a different jurisdiction, it would either be before the Commercial Division of a District 
Court or the Commercial Division of a High Court. In the former scenario, the original 
jurisdiction for a cancellation proceeding would be before a higher forum than the 
infringement proceeding. (The appeal, presumably, would be one level further above.)

The High Court seized of the cancellation proceeding, should it allow the cancellation, 
would thus effectively hold a veto over the fate of the infringement action. This is a 
framework completely alien to Indian intellectual property law. In the latter scenario, 
original jurisdiction over both cancellation and infringement proceedings would be with 
equivalent forums but in different jurisdictions. This would keep alive the risk of rulings in 
opposite directions, which the Supreme Court has been at pains to avoid.65

Second, the cancellation and infringement proceedings being lodged in the same 
territorial jurisdiction would create similar problems. 

Where the cancellation is received by the High Court and the infringement by the 
Commercial Division of a District Court, the same bizarre veto problem highlighted above 
would persist. Further, on appeal from a District Court infringement ruling, it is possible 
that two different High Court benches would be seized of cancellation and infringement 
proceedings relating to the same underlying registration. This is not ideal since conflicting 
rulings remain possible. A merger of the two proceedings at this stage would, perhaps, be 

with the power of design registrants to bring infringement claims against other registrants is 
agreed on this point. It has been pointedly affirmed that Section 22 of the Designs Act cannot 
be used by courts to permit cancellation actions to be combined with infringement actions, no 
matter how legitimate the frustration with flimsy design registrations issued by the Controller or 
the delay in deciding cancellation actions by the Controller. See Micolube (n 43) [28].

65 Wobben (n 6) [24]-[26].
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preferable. However, this is neither statutorily mandated,66 nor naturally accessible as an 
issue for the litigants to agitate. The only way to access this option with consistency would 
be for Defendant to also be the Petitioner in the cancellation action and raise the same 
grounds in its infringement defence.67

This latter circumstance begets a third major problem with the post-Ordinance 
arrangement of forums: that cancellation grounds invoked during infringement proceedings 
must be adequately accommodated.

However, as discussed at §1 above, under the Trade Marks Act, the intervention of 
the Ordinance on this issue is limited. It merely replaces the words ‘Appellate Board’ in 
Section 124 with the words ‘High Court’. This does not solve the underlying problem. At 
best, it introduces the High Court to rule on the cancellation and suspends the infringement 
suit. However, if the infringement suit itself is before a separate bench of the High Court, 
the Ordinance is a recipe for confusion and enforced delay.

Under the Patents Act, meanwhile, a cancellation proceeding must now be presented 
before the High Court only. The Ordinance leaves open two paths for cancellations to 
be initiated: either as standalone proceedings before the High Court, or by Defendants 
raising cancellation grounds as infringement defences and preferring a separate proceeding 
(known as a ‘counter claim’) within the infringement suit. If a cancellation action is already 
pending at the time the infringement suit is filed, it is, once again, absent a merger provision, 
likely to create confusion and opposite rulings.

There is yet another complication. 

Cancellation actions do not require any necessary entanglement in infringement 
proceedings. They can be initiated by aggrieved parties;68 a threshold that can include any 
kind of competitive interest against the registration. This means that there is no necessary 
overlap between Petitioners in cancellation actions and litigants in infringement actions. 
Therefore, putting the receiving forum for original cancellation proceedings at level or 
higher pegging to infringement forums could, in theory, cause entities unconnected with 
an infringement action to control its outcome through the fate of the cancellation action.69

66 Contrast this, for instance, with the words ‘the Controller may, at any time, refer any such 
[cancellation] petition to the High Court, and the High Court shall decide any petition so referred’ 
appearing in Section 19(2) of the Designs Act.

67 Once again, the coverage offered by Section 22(3) of the Designs Act, which covers this exact 
factual, is close to ideal.

68 The locus standi for bringing cancellation actions is monitored through the words ‘person 
aggrieved’ under Sections 47(1) and 57(1) of the Trade Marks Act, and ‘person interested’ under 
Section 64(1) of the Patents Act and Section 19(1) of the Designs Act.

69 To be clear, this is not impossible even if the infringement forum is higher in the judicial 
hierarchy than the cancellation forum. However, the effect, for instance, of a Registrar/Controller 
cancelling a registration while an infringement suit relying on that registration is pending in a 
High Court would simply be that no adverse orders can be passed against the Defendants in the 
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5.3 A Three Stage Proposal

The solution to these problems must, in my view, look to the example of the Designs 
Act. A three stage framework would be desirable:

The first stage would be to designate the Registrar/Controller or appropriate highest 
authority at the relevant Intellectual Property Office as having sole original jurisdiction 
over all cancellation actions.

The second stage would be to identify, with the help of the Commercial Courts Act, 
benches at District Courts and High Courts in each jurisdiction to serve as infringement 
courts. These courts would then receive proceedings for infringement. They would 
also permit litigants to raise grounds of challenge to registrations within infringement 
proceedings.

The third stage would be to tie up statutory loopholes in the Trade Marks Act and Patents 
Act, in the style of the Designs Act. Specifically, this would require the authorization, akin 
to Section 22(4) of the Designs Act, that infringement proceedings will be transferred from 
District Courts to High Courts if the registration(s) underlying the infringement or other 
proceedings are challenged by the litigants. Further, akin to Sections 19(2) and 22(5) of 
the Designs Act, it would require all appeals against cancellation proceedings to be placed 
before the High Court, and any infringement decrees impacting registrations to be notified 
to the Registrar/Controller.

This approach would address each of the problems baked into the post-Ordinance 
framework.

The institution of cancellation and infringement proceedings based on the same 
underlying registration(s) in different territorial jurisdictions would cause no conflict. Both 
sets of proceedings would be carried out in silos. At worst, on appeal under the equivalent 
of Section 19(2) of the Designs Act, a cancellation action would be presented before a High 
Court different to the High Court before which infringement proceedings are pending. This 
is already budgeted for under the jurisdiction rule set out by the Supreme Court in Godrej 

Sara Lee.

In case the connected cancellation and infringement proceedings are instituted in 
the same territorial jurisdiction, the equivalents of Sections 19(2), 22(2) and 22(3) of the 
Designs Act would operate in tandem. The net result would be a cancellation action before 
the Registrar/Controller and an infringement action before either the Commercial Division 
of a District Court or the High Court. In neither scenario is a conflict between forums 
inevitable. Importantly, both scenarios would permit litigants, especially Defendants, to 
freely raise cancellation grounds as defences in infringement or other proceedings before 
the infringement court.

suit while the Claimant moves to appeal the cancellation ruling by the Registrar/Controller.
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Under the Ordinance, once cancellation grounds are raised in infringement or other 
proceedings, there is no effort to resolve the conflict between cancellation and infringement 
jurisdiction in trade mark and patent cases. On the other hand, Sections 22(3) and 22(4) of 
the Designs Act provide a customized pathway to handle this conflict. Pure cancellation 
actions already pending before the Appellate Board may simply be laterally transferred to 
the Registrar/Controller, as appropriate. 

Pending cancellations which are at issue in infringement or other proceedings may, in 
turn, be dealt with in two categories. 

The first category is where cancellation actions are pending but cancellation grounds 
have not been raised in an infringement suit. In such cases, infringement proceedings 
before the Commercial Division of a District Court/High Court, as appropriate, would 
continue as usual. If cancellation grounds are raised by the litigants, the protocol prescribed 
by Sections 22(3) and 22(4) of the Designs Act would be followed.

The second category is where cancellation actions are pending and those cancellation 
grounds have been raised in an infringement suit. In such cases, an immediate, Section 
22(4)-style transfer to the High Court may be authorised. (The potential lack of original 
civil jurisdiction of the receiving High Court is, of course, solved for by the Supreme Court 
ruling in SD Containers.)

All told, the template offered by the Designs Act appears to be superior to the post-
Ordinance status quo in every way. 

It confronts the substantive challenges of separating cancellation and infringement 
proceedings as well as transfer of proceedings head-on. It respects the subject matter 
expertise necessary to rule on cancellation actions in the first instance, by allocating these 
from one specialist forum (the Appellate Board) to another (the Registrar/Controller). 
It offers bespoke solutions to problems posed by the judicial hierarchy in every type of 
case, at the first instance and the appellate level. Ultimately, it adheres to the objectives 
underlying the shift towards specialised adjudication of intellectual property disputes.

In summary, it offers a framework of forums and a path to navigate through them that 
provides clear, efficient and substantively reliable outcomes across all categories of cases.

VI. conclusIon

One of the biggest surprises to come out of SD Containers was the zest with which 
the Supreme Court explained thematic issues under the Designs Act. Notably, the 
Supreme Court, in as many words, insisted that cancellation actions and the assertion of 
an infringement Defendant’s right to seek cancellation of a Claimant’s registration are 
independent provisions that present different and distinct causes of action.70 

70 SD Containers (n 48) [14].
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Viewed in this light, the Ordinance offered a golden chance to effect a similar reset in 
Appellate Board cases.

Unfortunately, apart from substituting the words ‘High Court’ for ‘Appellate Board’, 
the Ordinance does little else. It works with little appreciation, in particular, for the far-
reaching consequences of this substitution on the cancellation/infringement separation, and 
the power to transfer cases. The post-Ordinance position emerges as even more anomalous 
when set against the substantial recent efforts of the Supreme Court to defer to specialist 
forums to rule on cancellation actions. 

The way forward, therefore, should ideally focus on what is known and reliable. In 
these circumstances, we need look no further than the Designs Act, 2000 and the body of 
law accumulated under it. The three-stage approach, sketched out at §5.3 above, offers the 
clearest workflow with the maximum upside.

Within this approach, there will, naturally, be judicial space to develop intricacies 
specific to trade mark and patents cases. How, for instance, Indian judges respond to 
complications arising out of subsisting interim orders in infringement cases pulled up to 
the higher judiciary, or how receptive they are to the theory of automatic deprivation of 
jurisdiction, remain to be determined.

Even so, the activation of an Ordinance which seeks to shovel all Appellate Board 
proceedings to High Courts en masse is a deeply troubling one. There is no evidence, either 
from the existing statutory framework or from the judicial rulings, that the Ordinance 
would be workable, let alone welcome. On the flip side, the idea that the entire body of 
case law and governing principles developed under the Designs Act should at once be cast 
aside, when they were specifically re-tooled to deal with precisely the problems created by 
the absence of an Appellate Board for design cases, is equally unappealing.

The lessons from the Designs Act experience, highlighted throughout this paper, are 
instructive. Instead of committing the fate of current and future Appellate Board cases to an 
unimaginative one-size-fits-all Ordinance, the focus should urgently be on replicating the 
elements of the law under the Designs Act that have proved to be successful. 

The impact of this decision on Indian intellectual property law is likely to be pivotal.
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